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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

I )[3 Responsive to communication(s) filed on 08 December 2003 . 
2a)n This action is FINAL. 2b)M This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1-14 is/are pending in the application. 

4a) Of the above claim(s) 1-11,13 and 14 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) ^ C!aim(s) 12 is/are rejected. 

?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Appiication Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 

I I )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . . 

3) lEI Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Infomial Patent Application {PTO-152) 

Paper No(s)/Mall Date 6/23/2004 , 6) U Other: . 
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DETAILED ACTION 
DETAILED ACTION 



Election/Restrictions 

Claim 1 is generic to a plurality of disclosed patentably distinct species 
comprising the formula of claim 1 . Applicant is required under 35 U.S.C. 121 to elect a 
single disclosed species, even though this requirement is traversed. 

Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the inventions unpatentable over 
the prior art, the evidence or admission may be used in a rejection under 35 
U.S.C. 103(a) of the other invention. 

During a telephone conversation with Michael ZaII on Ocotober 6, 2004 an 
election of the species of claim 12, Octvldodecvl PPG-3 Mvristvl Ether Dilinoleate. 
Affirmation of this election must be made by applicant in replying to this Office Action. 

By the structure of Octvldodecvl PPG-3 Mvristvl Ether Dilinoleate given on page 
7 of the specification, this species does not confomn genus set forth in claim 1. 
Specifically, the structure of Ri does not conform to the corresponding structure in 
Octvldodecvl PPG-3 Mvristvl Ether Dilinoleate, as given on page 7 of the specification. 
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Therefore claims 1-11,13 and 14 are withdrawn from consideration. However, 
upon an amendment, which is supported by the specification, correcting the structure of 
claim 1, claims 1-10 and 14 will be considered. 

J' 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 12 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 12 recites Octvldodecvl PPG-3 Mvristvl Ether Dilinoleate. The 
specification gives the structure of this compound as follows on page 7: 

G, ■- O 

MM 

CH3GH2(CH2)T2CH2C0CHCHCH2)3OC<:34H62-COCH2CH(CH2)9CH3 

I I. 
CH3 CH3(CH2)6CH2 

(OctyldCKlecYl PPG-3 Myristyl Ether Dilinoleate) 



However, this structure does not conform with PPG-3 myristyl ether on page 7: 
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CH3(CH2)1 2CH2(OCHCH2)30H 

I 

CH3 



Therefore, the exact structure of the claimed compound Is unclear based upon 
the specification. 



Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
patent No. 6,476,254 to Pereira et al. (Pereira). 

The rejected claim covers Octvldodecvl PPG-3 Mvristvl Ether Dilinoleate. 
Pereira teaches a compound of the following formula: 
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I H2 
:0 CH — c-h— O Ri 



B 



CH3 



H2 



-O R2 



wherein tlie fatty alcohols confomi to the following structure: 



— fo — c 
I n 



C — C-Vfo — C — C-H-O R 

H2 ^2[\ ^ ^4 



wherein R is either RI or R2 and is a saturated or unsaturated, substituted or 
unsubstituted aliphatic or aromatic fatty moiety containing from 8 to 36, and more 
preferably 14 to 22 carbon atoms. Generally, a hydrogen would be bond to the terminal 
oxygen In the formula II to form the alcohol as described. X and y are independently 
zero or integers from 1 to 40, Inclusive, and the sum of x and y is between 2 and 80, 
inclusive. In a more preferred embodiment, x is from 0 to 15, y is from 0 to 15, the total 
of X and y will not exceed 25 and at least 2 alkoxy groups are provided. See column 3, 
lines 50-60. 

The difference between Pereira and the claimed inventions is that Pereia does 
not teach the claimed compound with particularity so as to amount to anticipation (See 
M.P.E.P. § 2131: "[t]he identical invention must be shown in as complete detail as is 
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contained in the ... claim." Richardson v. Suzuki Motor Co., 868 F.2d 1226. 1236. 9 
USPQ2d 1913, 1920 (Fed. Cir. 1989). The elements must be arranged as required by 
the claim, but this is not an ipsissimis verbis test, i.e., identity of terminology is not 
required. In re Bond, 910 F.2d 831, 15 USPQ2d 1566 (Fed. Cir. 1990).). 

However, based on the above, Pereira teaches the elements of the claimed 
invention with sufficient guidance, particularity, and with a reasonable expectation of 
success, that the invention would be prima facie obvious to one of ordinary skill (the 
prior art reference teaches or suggests all the claim limitations with a reasonable 
expectation of success. See M.P.E.P. § 2143). 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Karl J. Puttlitz whose telephone number is (571) 272- 
0645. The examiner can normally be reached on Monday-Friday (alternate). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's^ 
supervisor, Johann Richter can be reached on (571) 272-0646. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 



1235. 



Karl J. Puttlitz 
Assistant Examiner 




J9Jiann R. Richter, Ph.D., Esq. 
Supervisory Patent Examiner 
Biotechnology and Organic Chemistry , 
Art Unit 1621 
(571)272-0646 



